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Dear Sir: 

I . Introduction . 

In response to the Office Action of March 14, 1996 and the 
telephone interview between the Examiner and the Applicant's 
attorney on March 25, 1996, re -examination and re-consideration 
of the application is requested. 

II . Interview Summary Record. 

Record is made of telephonic interviews between the Examiner 
and the below- signed attorney that occurred on February 7, 19 96, 
February 14, 1996 and March 25, 1996. During the interviews, the 
status of the application, and the relevance of the prior art 
references to the claimed invention were discussed. 
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The Applicant's attorney notes that the Office Action of 
March 14, 1996 did not acknowledge the Applicant's second 
Amendment Under 3 7 C.F.R. § 1.111 and Declaration Under 3 7 C.F.R. 
§ 1.131 submitted March 1 # 1996. Thereafter, the Applicant's 
attorney called the Examiner on March 25, 1996 to discuss the 
status of the present application. During that interview, the 
Examiner indicated that the Applicant's second Amendment Under 37 
C.F.R. § 1.111 and Declaration Under 37 C.F.R. § 1.131 submitted 
March 1, 1996 appeared to overcome the rejections in the 
application, but asked that the Applicant's attorney submit 
another response after final with arguments directed to the 
newly-cited prior art references. 

Ill . Request for Withdrawal of Premature Final Rejection 

The Applicant respectfully requests withdrawal of the final 
rejection on the grounds that it is premature. The rejections in 
the Office Action are based on prior art not previously of record 
and are directed to claims that were amended to include 
limitations that should reasonably have been expected to be 
claimed. More specifically, the independent claims were amended 
to clarify terminology already present in the claims and to 
incorporate limitations present in dependent claims as originally 
filed in the application. Therefore, the Office Action 
introduces new grounds for rejection not necessitated by 
Amendment by the Applicant. Consequently the final rejection is 
premature and should be withdrawn. 




IV. Non-Art Rejections . 

In paragraphs (2) - (5) of the Office Action, claims 26-44 
were rejected under 35 U.S.C. § 112, second paragraph, as being 
indefinite . 

The Applicant respectfully traverses these rejections, in 
light of the amendments made in the second Amendment Under 3 7 
C.F.R. § 1.111 and the arguments set forth below. 

With regard to the rejections relating to the use of the 
phrase "trace", the Applicant asserts that there is no need nor 
legal requirement for the phrase to be further defined in the 
claims. As previously argued in the second Amendment Under 37 
C.F.R. § 1.111, the phrase "trace" is used as a verb in the 
claims and is grammatically correct. According to Webster's II 
Dictionary, (2d ed. 1988) , at p. 1223 thereof, the word "trace" 
means "to make a design or series of markings on a surface." 
Thus, the rejection under 3 5 U.S.C. § 1.112 should be withdrawn. 

V. Prior Art Rejections. 

A. The Office Action Rejections. 

In paragraphs (6) -(23) of the Office Action, claims 26-44 
were rejected under 3 5 U.S.C. § 103 as being obvious in view of 
the combination of Inagaki, Guyon, and Bonadio. In paragraphs 
(25) -(47) of the Office Action, claims 26-44 were rejected under 
3 5 U.S.C. § 103 as being obvious in view of the combination of 
Inagaki, Guyon, Bonadio, and Newton. 
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The Applicant respectfully traverses these rejections in 
light of the arguments set forth below. 

B . The Applicant's Claimed Invention 

The Applicant's invention as recited in independent claims 
26, 27, and 36, comprises a calculator having a display screen 
covered by a touch sensitive surface, and a processing circuit, 
coupled to the display screen and the touch sensitive surface. 
The processing circuit records movements of a pointing member as 
the pointing member traces across the touch sensitive surface of 
the display screen. The processing circuit also recognizes the 
recorded movements of the pointing member on the touch sensitive 
surface of the display screen as characters. In addition, the 
processing circuit recognizes mathematical expressions comprised 
of operands and operators from a relative placement of the 
characters. Finally, the processing circuit displays the 
mathematical expressions on the display screen, performs 
calculations indicated by the operands and operators in the 
displayed mathematical expressions, and displays a result of the 
performed calculations on the display screen. 

The above- identified combination of elements found in the 
Applicant's invention are not anticipated nor rendered obvious by 
the Inagaki, Bonadio, Guyon or Newton references. More 
specifically, the Inagaki, Bonadio, Guyon and Newton references 
do not teach or suggest the limitations of the independent claims 
directed to recognizing mathematical expressions comprised of 
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operands and operators from a relative placement of the 
characters . 

C. The Inagaki Reference 

The Inagaki reference discloses a calculator having a 
display section and separate key array. The calculator uses the 
key array for recognizing handwriting input. A user runs his 
finger over the key array in the form of a symbol, and the 
calculator recognizes the symbol and enters it as if the 
corresponding button was pressed. The Inagaki reference teaches 
the entry of digits one at a time, and thus there is no issue 
related to the recognition of relative placement of the digits. 
However, the Inagaki reference does not teach nor suggest 
limitations directed to recognizing mathematical expressions 
comprised of operands and operators from a relative placement of 
the characters. 

D . The Bonadio Reference 

The Bonadio reference discloses a method and apparatus for 
providing interactive mathematical manipulation on a computer 
system. An equation or group of equations is initially typed in 
by the user on a keyboard, but not through handwritten input, and 
then displayed on a separate monitor. Manipulations of the 
equations previously entered via the keyboard and displayed on 
the monitor may be affected by using a mouse. However, the 
Bonadio reference does not teach or suggest limitations directed 
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to recognizing mathematical expressions comprised of operands and 
operators from the relative placement of the characters. 

E . The Guvon Reference 

The Guyon reference discloses a neural network for printed 
and cursive handwritten character recognition. The network 
records trajectory information about handwritten characters in a 
memory device for use in a subsequent character recognition 
without the use of context information. However, the Guyon 
reference does not teach or suggest limitations related to 
recognizing mathematical expressions comprised of operands and 
operators from a relative placement of the characters. Indeed, 
the Guyon reference teaches away from such limitations, because 
it states that character recognition occurs without the use of 
context information (see column 1, lines 47-59) . 

F . The Newton Reference 

The Newton reference comprises a MAC Week article by Henry 
Norr, entitled "Recognizing All Possible Capabilities", and dated 
June 8, 1992. The Newton reference discusses Apple's Newton 
personal digital assistant (PDA) and its capacity to perform as a 
calculator. However, the Newton reference does not teach or 
suggest limitations related to recognizing mathematical 
expressions comprised of operands and operators from a relative 
placement of the characters. 
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In addition, the Applicant has previously submitted a 
Declaration under 37 C.F.R. § 1.131 to swear behind the Newton 
reference and thereby remove it as a prior art reference. As a 
result, the Newton reference is no longer properly asserted 
against the claims of the present invention; 



VI . Conclusion . 

In view of the amendments and arguments, it is submitted 
that the Examiner should withdraw the rejections under 3 5 U.S.C. 
§§ 102, 103 and 112, after reconsideration. Moreover, it is 
submitted that this application is now in good order for 
allowance and such action is earnestly solicited. 

Should the Examiner believe minor matters still remain that 
can be resolved in a telephone interview, the Examiner is urged 
to call the below-signed attorney. 

Respectfully submitted, 

Michael W. Morgan 

By his attorneys, 

MERCHANT, GOULD, SMITH, EDELL 

WELTER & SCHMIDT 
11150 Santa Monica Blvd. 
Suite 400 

Los Angeles, California 90025 
(310) 445-1140 
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